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Trademar k Judges.

Opi nion by Walters, Adm nistrative Trademark Judge:
Gllette Canada Conpany d/b/a Oral-B Laboratories

filed its opposition to the application of Everapex

17

Products, Inc. to register the mark ORAL TECH for “dental

mrrors and dental picks,” in International Class 10, and

“manual , power-operated, and interdental toothbrushes,

dental floss, and dental floss picks,” in International
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Class 21.' The application includes a disclainmer of ORAL
apart fromthe mark as a whol e.

As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s goods, so
resenbl es opposer’s previously used and regi stered narks,
ORAL-B, both in stylized and unstylized fornms, for a
variety of preventive dentistry products as to be likely
to cause confusion, under Section 2(d) of the Trademark
Act .

Applicant, in its answer, denied the salient
al |l egations of the claim

The record consists of the pleadings; the file of
the involved application; certified status and title
copi es of opposer’s seven registrations, noted bel ow, and
the testinony deposition by opposer of Alan A. M chael s,
a vice president of opposer, with acconpanying exhibits.
Only opposer submtted evidence and testinony and filed a
brief on the case. A hearing was not requested.

Through the testinmony of Alan A. Mchaels, the vice
presi dent of professional group North Anerica for the
Oral -B division of opposer, opposer has established that

the trade nanme and trademark, ORAL-B, has been used by

! Application Serial No. 75/324,250, filed July 14, 1997, based upon an
all egation of a bona fide intention to use the mark in conmerce in
connection with the identified goods.
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opposer to identify its conpany and its products since at
| east 1948; and that opposer’s primary dental product

cat egories are manual toothbrushes, dental floss and
power - assi sted or electric toothbrushes. M. Mchaels
testified that opposer sells its products to the general
consunmer through all retail channels of trade for such
products; and that it also sells its products to dental
professionals directly, through its professional sales
force, and through dental dealers who are whol esalers to
the dental profession. M. Mchaels stated that
opposer’s total sales of its dental products for the

t hree-year period 1997-1999 were $830 million, averaging
$275 mllion per year; and that its advertising costs for
the sane period were $240 mllion, averaging $80 mllion
per year. Opposer’s advertising includes print
publications and publication inserts, direct mail, radio
and tel evision, and trade shows and professional
conventions. The mark ORAL-B is used in all advertising,
product packagi ng and on the products thensel ves.

Opposer sub-brands its products so that different nodels
of its various products include additional marks, e.g.,
ORAL- B ADVANTAGE, ORAL-B SATI NFLOSS, ORAL-B | NDI CATOR,

and ORAL-B RADI CAL CONTROL. M. Mchaels stated that
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opposer has the nunber one market share in each of its
product categories.

Opposer has nmade the foll owing registrations of
record:

No. 547,130% for the mark ORAL B in stylized
script for toothbrushes;

No. 1,106,587% for the mark ORAL-B in stylized
formfor dental floss dispensers and dental
fl oss;

No. 1,197,304* for the mark ORAL-B in stylized
script for toothbrushes;

No. 1,501,858° for the mark ORAL-B for topical
flouride gels for application to the teeth,
nmedi cat ed nmout hrinse preparations;

No. 1,502,069° for the mark ORAL-B for dent al
floss and trays for topical application of
flouride conpositions and ot her
preparations to the teeth;

2Registration No. 547,130, issued August 28, 1951, in Internationa
Class 29. [2™ renewal for a period of 10 years from August 28, 1991
Sections 8 and 15 affidavits accepted and acknow edged, respectively.]

3Registration No. 1,106,587, issued Novenber 28, 1978, in Internationa
Class 10. [Renewed for a period of 10 years from Novenber 21, 1998;
Sections 8 and 15 affidavits accepted and acknow edged, respectively.]

4Registration No. 1,197,304, issued June 8, 1982, in International C ass
21. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively.]

5Registration No. 1,501, 858, issued August 30, 1988, in Internationa
Class 5. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively.]

6Registration No. 1,502,069, issued August 30, 1988, in Internationa
Class 10. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively.]
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No. 1,502,752" for the mark ORAL-B for
t oot hpaste and dental prophylaxis; and

No. 1,608,762% for the mark ORAL-B in stylized
formfor dental prophylaxis preparations,
namel y, non-nedi cat ed nout hwash; nedi cat ed
mout h rinse preparation, topical flouride
gels for application to the teeth, dental
amal gam dental floss, disposable trays for
topi cal application of dental medications;
and t oot hbrushes, denture brushes,

i nterdental brushes.

There is no evidence in the record, except the
application file of the opposed mark, regarding
appl i cant.

Anal ysi s

| nasnmuch as certified copies of opposer’s
registrations are of record, there is no issue with
respect to opposer’s priority. King Candy Co., Inc. v.
Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974).

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the

probative facts in evidence that are relevant to the

factors bearing on the likelihood of confusion issue. In

7Registration No. 1,502,752, issued Septenber 6, 1988, in Internationa
Class 3. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively.]

8Registration No. 1,608,762, issued August 7, 1990, in Internationa
Classes 3, 5, 10 and 21, respectively. [Sections 8 and 15 affidavits
accepted and acknow edged, respectively.]
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re E.I. du Pont de Nenmpurs & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). 1In considering the evidence of record
on these factors, we keep in mnd that “[t] he fundanment al
i nqui ry mandat ed by Section 2(d) goes to the cunul ative
effect of differences in the essential characteristics of
t he goods and differences in the marks.” Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
USPQ 24, 29 (CCPA 1976). See also In re Azteca

Rest aurant Enterprises, Inc., 50 USP@Q2d 1209 (TTAB 1999)

and the cases cited therein.

Wth respect to the goods of the parties, we observe
that there is a substantial overlap in the goods
identified in the application and in the pleaded
registration. Further, applicant’s additional identified
dental products are closely related to the dental
products identified in opposer’s registrations. Thus, we
conclude that the goods of the parties are either
i dentical or closely rel ated.

Further, both opposer’s and applicant’s
identifications of goods are broadly worded, w thout any
l[imtations as to channels of trade or classes of
purchasers. W nust presunme that the goods of the
applicant and opposer are sold in all of the nornal

channels of trade to all of the usual purchasers for
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goods of the type identified. See Canadian |nperial Bank
v. Wells Fargo, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987). In other words, we conclude that the channels of
trade and cl ass of purchasers of the parties’ goods are

t he sane.

Turning to the marks, we keep in mnd that “when
mar ks woul d appear on virtually identical goods or
services, the degree of simlarity necessary to support a
conclusion of |ikely confusion declines.” Century 21
Real Estate Corp. v. Century Life of Anerica, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992).

Additionally, we find that opposer has denonstrated
that its ORAL-B mark is fanous for dental products, as
shown by the sales and advertising figures submtted.
This is a significant factor because fanmpbus marks enjoy a
wi de | atitude of |egal protection. “[T]he fame of a
trademark may affect the |ikelihood purchasers will be
confused inasnmuch as | ess care may be taken in purchasing
a product under a fanmous name.” Specialty Brands v.

Cof fee Bean Distributors, Inc., 748 F.2d 669, 6765, 223
USPQ 1281, 1284 (Fed. Cir. 1984). In addition, the fane
of a mark magnifies the significance of the simlarities

bet ween the marks which are conpared. Kenner Parker Toys

Inc. v. Rose Art |Industries, Inc., 963 F.2d 350, 22
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USPQ2d 1453 (Fed. Cir. 1992), cert. denied, 113 S.Ct. 181
(1992).

Applicant’s and registrant’s marks both contain the
term ORAL as the initial termin each mark. There is no
guestion that ORAL has a suggestive significance for the
dental products involved in this case.?

I n opposer’s marks, ORAL is followed by the letter
B, which appears to be arbitrary in connection with
opposer’s products. In applicant’s mark, ORAL is
foll owed by the term TECH, which is not an arbitrary
term TECH is likely to have a suggestive connotation
that refers either to “technology,” indicating that these
products for oral hygiene and care enpl oy technology in
their design, or to “technician,” as in “dental
technician,” the person who is likely to use the products
identified by the mark.

In view of the suggestiveness of both parties’
marks, it is not hel pful to engage in an anal ysis of
whi ch el enment of each is the nore suggestive. Rather,
the marks nust be conpared in their entireties, giving

wei ght to all of the el enents.

° W note that applicant has disclainmed the term ORAL in its mark

VWhile this indicates that applicant may believe the termis merely
descriptive, the disclainmer is not determinative of that question. In
fact, opposer’s marks contain no disclainmers, regardl ess of whether the
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Al t hough there are obvious differences in the marks
because of the second el enents of each, given the other
factors di scussed above, we find that these differences
are not sufficient to avoid a |likelihood of confusion.
In particular, in view of the fame of opposer’s ORAL-B
mar ks; the identical and closely related goods invol ved;
and the simlarities between the parties’ marks,
consuners are likely to be confused as to source or
sponsorship by applicant’s ORAL TECH marKk.

We do not suggest by this decision that opposer has
exclusive rights to the term ORAL for dental products,
and that any mark containing the el ement ORAL, used for
dental products, would be likely to cause confusion with
opposer’s marks. However, to the extent that we have any
doubt s about our decision, we resolve those doubts in
favor of the prior user and registrant. W R Gace &

Co. v. Herbert J. Meyer Industries, Inc., 190 USPQ 308

(TTAB 1976).

Deci sion: The opposition is sustained.

mar ks appear in stylized or typed form or whether the marks include a
hyphen between ORAL and the subsequent B or not.



